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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. Claims 1-4, 6, 10, 15, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Salyer (US 5,171,313). 

Regarding claims 1-4, 6, 10, 15, and 18, Salyer discloses an instrument for 
positioning a cup component of an orthopedic joint prosthesis, the cup component 
having a mouth (figure 1 ) and an inner surface with a circumferential groove (22, figure 
figures 5a-5c) the instrument comprising a shaft (16, figure 2) having a shaft axis (14, 
figure 2) and a distal end a housing (see figure below) attached to the distal end of the 
shaft, the housing extending from the shaft transversely relative to the shaft axis (figures 
2-3), the housing comprising a base plate (see figure below), and a flange portion (26, 
figure 2) carried on the shaft, the flange portion being configured to be movable relative 
to the base plate in a direction transverse to the shaft axis between an in-use position 
(figure 2) where the flange portion received in the groove of the cup component (column 
3, lines 58-67), and a retracted position where the flange portion is moved toward the 
shaft axis so as to allow the cup component to be released from the instrument (figure 
3, column 3, lines 58-67), and wherein the flange portion is biased towards the in-use 
position (column 3, lines 3-1 4 and 58-67, and claims 6 and 1 1 ), wherein the flange 
portion is biased towards the in-use potion by a spring element (42, figures 2-3) made of 
a material which is different than the flange portion and the housing further comprises 
an opposing plate (see figure below), and the flange portion is silidably disposed 
between the base plate and the opposing plate (column 3, lines 58-67). The base plate 



Application/Control Number: 10/587,733 Page 3 

Art Unit: 3775 

being planar and has a plate surface and the flange portion is planar and has a flange 
surface of the base plate and flange surface of the flange portion are configured to slide 
relative to one another in the direction transverse to the shaft axis (figures 2-3), wherein 
the spring element is disposed between the flange portion and the axis of the shaft, and 
is compressed elastically by the flange portion when the flange portion is moved form 
the in-use position towards the retracted position (figures 2-3); wherein the base plate 
has a surface (20, figures 2-3) configured to engage the cup component to apply force 
to the cup component when the flange portion is in the in-use position (column 5, lines 
16-24), and the base plate has at least one base plate hole (see figure below) and the 
flange portion (26, figures 2-3) has at least one flange hole (52, figures 2-3), and further 
comprising a collar having at least one pin (54, figures 2-3) extending distally from the 
collar, the collar slidably connected to the shaft so as to slide between a first position 
where the flange is in the in-use position (figure 2), and a second position where the 
pins are at least partially disposed within the at least one base plate hole and the at 
least one flange hole (figures 2-3, column 3, lines 58-67), wherein the flange and base 
plate are configured such that when the collar is in the first position, the at least one 
base plate hole and the at least one flange hole are not aligned (figure 2). 
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Opposing Plate 




Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 5, 8-9, and 1 2, are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Salyer (US 5,1 71 ,31 3). 

Regarding claim 5, Salyer discloses the claimed invention except for the spring 



element being made from a non-metallic material. It would have been obvious to one 
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having ordinary skill in the art at the time the invention was made to have constructed 
the spring of Salyer to be made of a non-metallic material, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use as a matter of obvious design choice. In re Leshin, 
125 USPQ416. 

Regarding claims 8-9, Salyer discloses the claimed invention except for the 
flange being made from a non-deformable material, specifically a metal. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have constructed the flange of Salyer to be made of a non-deformable material, 
specifically a metal, since it has been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Regarding claim 12, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to construct the assembly of Salyer having a 
three radially space apart flange portions instead of two, since it has been held that 
mere duplication of the essential working parts of a device involves only routine skill in 
the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

4. Claims 11, and 13-14, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Salyer (US 5,171,313) in view of Cohen (US 5,486,181). 
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Regarding claim 1 1 Salyer discloses the claimed invention except for the flange 
portion having a chamfered edge that is configured to contact the inner surface of the 
cup component when the flange portion is in the in-use position. 

Cohen discloses a flange portion (figures 4a-4c) having a chamfered edge (92, 
figure 4b, 90, figures 4a-4b) to contact the inner surface of the cup component when 
the flange portion is in the in-use position to increase the surface area to better lock the 
instrument component to the cup component (column 7, lines 9-14, 29-39). Accordingly 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have constructed the device of Salyer to have a chamfered edge on the 
flange portion as taught by Cohen to better lock the flange to the cup component due to 
the increase in contacting surface area produced by the chamfered edge. 

Regarding claim 13, Salyer discloses the claimed invention except for the 
instrument having a soft cap positioned between the flange and the end of the shaft and 
which at least partially surrounds the end of the shaft. 

Cohen et al. disclose an instrument for positioning a cup component of an 
orthopedic joint prosthesis, having a soft cap (60, figures 7a-7b) which is positioned 
between the flange and the end of the shaft and is at least partially surrounded by the 
end of the shaft to create an interference fit between the cup (column 5, lines 22-29). 
Accordingly it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed the device of Petersen to have a soft cap to 
create an interference fit between the cup. 
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Regarding claim 14, Salyer discloses that the instrument may connect to a 
reamer head or an other tool (column 3, lines 3-6). Cohen discloses the attachment of 
a cup component of a joint prosthesis connected to the instrument. Accordingly it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have substituted the reamer of Salyer for an "other tool" i.e. the cup component of a 
joint prosthesis as taught by Cohen. 

5. Salyer discloses the claimed invention except that spring is a coil spring instead 
of an O-ring. Techiera et al. shows that an o-ring is an equivalent structure known in 
the art (U53). Therefore, because these two springs were art-recognized equivalents at 
the time the invention was made, one of ordinary skill in the art would have found it 
obvious to substitute the coil spring of Salyer for the o-ring of Techiera et al 

Claims 16-17, are rejected under 35 U.S.C. 103(a) as being unpatentable over Salyer 
(US 5,1 71 ,31 3) in view of Weigan et al. (US 4,023,572). 

Salyer discloses the claimed invention except for the flange portion having an 
upstand that is configured to compress the spring. 

Weigan et al. disclose the use of an upstand 326, figure 24) on the flange portion 
(327, figure 24) which is configured to compress the spring (column 12, lines 56-67 and 
column 1 3, lines 1 -32) to better contain the spring during movement of the collar 
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(column 12, lines 56-67 and column 13, lines 1-32). Accordingly it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
constructed the flange of Salyer to include an upstand as taught by Weigan et al. to 
better contain the spring during movement of the collar. 

Response to Arguments 

Applicant's arguments with respect to claims 1-18 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW LAWSON whose telephone number is 
(571)270-7375. The examiner can normally be reached on M-F, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Barrett can be reached on 571-272-4746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. L./ /Thomas C. Barrett/ 

Examiner, Art Unit 3775 Supervisory Patent Examiner, Art 

Unit 3775 



